UNITED STATES PATENTS

How firms help IP associates
with pro bono work

Counsel at four firms reveal how they supervise associates on pro bono
matters and what kind of volunteer work their attorneys do. Rani Mehta reports

aspects of attorneys’ careers.

p ro bono work can be one of the most rewarding

While lawyers may get satisfaction from helping paying
clients, pro bono advice ensures they can also help
those in dire straits, or those who can’t afford legal
billing rates.

Alove for pro bono work can start early in a lawyer’s career.

But firms need to make room for their staff to realise
this passion.

Katherine Helm, partner at Dechert in New York, says
the firm requires every lawyer, including associates, to

meet a pro bono requirement of 25 hours a year.

“Most associates end up doing a lot more than that,” she
says.
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A lot of firms don’t have re-
quirements, however.

Ian McFarland, partner at
Merchant & Gould in Ten-
nessee, says the firm gener-
ally doesn’t pressure anyone
to engage in pro bono work.

“But if a particular attorney
feels they’re passionate about
pro bono, we’re very sup-
portive and encouraging. It’s
certainly not uncommon for
associates to do pro bono
work early in their careers
and fairly frequently,” he says.

Wide variety

There are several ways that
intellectual property associ-
ates can engage in pro bono
work.

Rich Hung, global co-chair
of Morrison Foerster's litiga-
tion department in San Fran-
cisco, says some lawyers at
the firm helped an inde-
pendent filmmaker deal with
a copyright dispute at the
District Court for the North-
ern District of California.

They also helped a non-profit
respond to a letter alleging
copyright infringement from
a  well-known copyright
assertion firm.

But IP associates aren’t lim-
ited to only advising on IP-
related matters.

Hung notes that associates
at his firm have been in-
volved in civil rights litiga-
tion.

“IP associates tend to do a
variety of pro bono work,”
he notes.

Others agree that IP associates aren’t limited by their

practice area.

Andrew DeVoogd, member at Mintz Levin in Boston,
says the firm does alot of work focused on immigration
and for victims of domestic violence.
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Katherine A. (“Kassie”) Helm

Katherine A. ("Kassie”) Helm, Ph.D,, an IP partner
with Dechert, is a first-chair litigator whose
active pro bono practice includes representing
veterans before the US Court of Appeals for the
Federal Circuit. She routinely represents leading
innovator pharmaceutical and biotechnology
companies in patent litigation and in patent-
adjacent litigation matters in district courts, on
appeal, and before the PTAB.

&

Shyam Shanker

Shuyam Shanker is an IP associate with Dechert
whao represents veterans in various appellate
forums including the US Courts of Appeals for
Veterans Claims and the Federal Circuit. Shyam
focuses his maintain practice on life sciences
patent litigation.

Dechert's intellectual property (IP) lawyers assist
in maximizing and protecting the value and
longevity of life sciences clients’ assets in all
phases of district court litigation and Federal
Circuit and other circuit court appeals, and before
the Patent Trial and Appeal Board of the U.S.
Patent and Trademark Office. We pride
ourselves on working closely with our clients in
coordinating worldwide IP disputes involving
global pharmaceutical assets and working
fluently with cross-border co-counsel to inform
U.S. litigation strategu.
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“Those are the two major
silos of pro bono work that
the firm does, and there’s
pretty heavy engagement
with IP associates,” he says.

Working with war veterans
can also be a good experi-
ence for patent litigators.

Helm at Dechert notes that
many attorneys at her firm
have advised veterans on
appealing against a denial of
benefits.

One reason this work is
ideal for patent lawyers is
because these appeals even-
tually go to the Court of Ap-
peals for the Federal Circuit,
which also handles patent
appeals.

“It’s a great opportunity for
a lot of IP associates to get
time, exposure, and experi-
ence arguing Federal Cir-
cuit appeals,” Helm says.

Seeking
supervision

Associates usually aren’t
getting this exposure alone,
however.

Hung at Morrison Foerster
says he gives associates who
do pro bono work “alot” of
supervision.

He notes, for example, that
he will soon attend a settle-
ment conference on behalf
of a veteran.

“The associate will be
doing all the advocacy, but
I'll be there next to her and
passing her notes,” he says.

Other lawyers are more

hands-off.

DeVoogd at Mintz Levin says he provides a “much
lighter touch” when supervising pro bono matters than
he would for a paying client.

“That’s intentional. That approach is designed to allow
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the junior attorneys more room to breathe and develop
their voices as advocates,” he says.

The amount of supervision partners provide also de-
pends on what the associate is working on.

Helm at Dechert says the involvement of the supervis-
ing partner varies hugely from case to case.

“We try to give associates as much responsibility and
ownership over pro bono work as they are interested in
and want to handle,” she says.

McFarland at Merchant & Gould adds that partners
typically supervise more if the junior lawyer is advising
on matters such as filling out a patent application.

But associates can also do pro bono work without en-
gaging in official client representation.

McFarland says the firm has relationships with organi-
sations such as the Volunteer Lawyers Network in Min-
neapolis, which runs a housing clinic.

This clinic seeks volunteers to explain the system and
next steps to clients who need assistance with housing-
related issues.

“In that context, there isn’t quite as much of a need
for partner-level supervision, especially if they’re just
filling a shift at a seminar or clinic, and there’s just an
educational aspect to what they’re providing,” he
says.

Meeting metrics

Although partners may need to take extra time out of
their days to help associates do pro bono work, many
tirms don’t find this particularly challenging.

Helm at Dechert says the firm’s pro bono requirement
is quite low, and she’s never heard of anyone having a
problem meeting it.

Shyam Shanker, associate at Dechert in North Carolina,
says he hit the minimum requirement for the year
within the first few months of joining the firm.

“I don’t think I've had a year when I've been under 100
hours of pro bono work,” he says. “At larger law firms,
you have some of the best attorneys where rates are sim-
ply too high for most people to afford,” he says.

“But pro bono work is rewarding to associates because
it provides an avenue to make our services available to
those who need it

He adds that volunteer work is also valuable to more
junior lawyers because they can take charge of matters
and develop their skills.

Making room for pro bono work isn’t easy for everyone,
however.

Hung at Morrison Foerster says most associates at the
firm hit at least 25 hours of pro bono work per year. The
firm hopes to see all associates meet that metric this year.

But he notes that trials take a lot of time. He argues that
an associate who exceeds 2,000 billable hours a year can
struggle to make additional time for pro bono work.

“In an odd way, sometimes your best associates find it
difficult to find time for pro bono because they’re so
busy on other matters,” he says.

In a field where a lack of work-life balance is already a
significant problem for lawyers, finding the extra time
to devote pro bono can be an extra hurdle for associates.

But those who do make it work will not only make a dif-
ference, but may develop their own skills too.

Rani Mehta
Senior reporter
Managing IP
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